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Status 

1 )KI Responsive to communication(s) filed on 25 July 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-5.7.8 and 10-32 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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Response to Amendment 

1 . This action is in response to communications filed on 09/07/2007. Claims 1 , 5, 
10, 29 and 31-32 have been amended. Claims 6 and 9 have been previously cancelled. 
Claims 17-28 have been previously withdrawn. Claims 1-5, 7-8, 10-16 and 29-32 are 
pending examination. 

2. IDS submitted on 07/09/2008 and 05/29/2008 has been considered. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
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double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-5, 7-8, 10-16 and 29-32 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-9 
and 35-46 of copending Application No. 09/817,353 referred to hereinafter as '353. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other. '353 teaches all the limitations of claims 1-5, 7-8, 10-16 and 29-32 of the 
present application except for generating data for printing a return label for a particular 
merchandise. '353 teaches initiating a return process in response to receiving the 
electronic selection which may include generating data for printing a return label, 
therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to omit generating data for printing a return label from '353. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-2, 5, 7-8, 10-16 and 29-32 rejected under 35 U.S.C. 102(e) as being 
anticipated by Williams et al., US PG. Pub. No. (2002/0032612) referred to hereinafter 
as Williams. 

Claim 1 : Wiliams discloses a method of using the Internet to provide return labels 
to customers for facilitating returns of merchandise, comprising the steps of: receiving, 
from a customer, an electronic request via a web access tool associated with the 
customer, the electronic request to initiate return processing of merchandise having 
been purchased by the customer in a prior purchase transaction (see at least claim 22 
Abstract); 

In response to receiving the electronic request from the customer, accessing a 
database to obtain transaction information associated with customer, the transaction 
information identifying at least one item of merchandise having been purchased by the 
customer in a prior purchase transaction, (Claim 22 and Abstract); 

displaying, to the customer via the web access tool, the transaction information 
comprising a list of the at least one item of merchandise having been purchased by the 
customer in the prior purchase transaction (see at least Para 0243-0244); 

receiving an electronic selection, from the customer, via the web access tool, the 
electronic selection identifying a particular item of merchandise included in the list of at 
least one item of merchandise having been purchased by the customer in the prior 



Application/Control Number: 1 0/751 ,216 Page 5 

Art Unit: 3627 

purchase transaction, the electronic transaction selection comprising a click on the 
particular item of merchandise in the list displayed to the customer and identifying the 
particular item of merchandise for returns processing (see at least Para 0243-0244); 

in response to receiving the electronic selection comprising the click on the 
particular item of merchandise in the list of merchandise- initiating a returns process for 
the particular item of merchandise selected by the consumer from the list of 
merchandise purchased by the consumer in a prior purchase transaction, the returns 
process initiated by a returns server (see at least Para 0243-0244); and 

In response to receiving the electronic selection from the customer of the 
particular item of merchandise having been purchased by the customer in the prior 
purchase transaction, generating data for printing a return label for the particular item of 
merchandise selected by the customer, (see at least 0243-0244) 

Claim 2: Williams teaches wherein the displaying step is performed by displaying 
a return information web page (see at least claim 22 Abstract). 

Claim 7/8: Williams teaches a method comprising the step of accessing a 
database to obtain merchant return rules, and displaying at least one of the merchant 
return rules, (see at least Para 0017). 

Claim 10: Williams teaches determining whether the return is valid (see at least 
Para 0173) 

Claim 11: Williams teaches notifying the customer of an invalid return (see at 
least Para 0173). 
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Claim 12: Williams teaches determine whether the return is valid is performed by 
accessing one or more return rules associated with the merchant (see at least Para 
0173) 

Claim 13: Williams teaches the step of notifying a merchant of the return item, 
(see at least Para 0173-0176). 

Claim 14: Williams teaches notifying a merchant of information about customer 
(see at lest Para 0173-0176 and 0693) 

Claim 15: Williams disclose downloading the data for printing a return label to the 
web access tool, (see at least Para 0412). 

Claim 16: Williams teaches delivering data about the return to a customer 
account record (see at least Para 0533). 

Claim 29: Williams teaches accessing a database to obtain customer information 
about the customer; and wherein the displaying step includes displaying at least part of 
the customer information; wherein the customer information comprises customer- 
specific credit information or customer-specific shipping information (see at least Para 
0026, and 0063). 

Claim 30: Williams teaches updating a customer profile associated with 
customer (see at least Para 0533, 0402, 0645). 

Claim 31: Arganbright teaches a method of claim 1, further comprising sending a 
notification to a merchant associated with a particular item of merchandise of the 
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pending return, the notification identifying the customer and the particular item of 
merchandise (see at least Abstract). 

Claim 32: the limitations of claim 32 are similar to the limitations of claims 1 , and 
30-31 , therefore claim 32 is rejected based on the same rationale. 

As per claims 5, the limitations of claims 5 are similar to the limitations of claim 1 , 
therefore they are rejected based on the same rationale. 

6. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams in view of official notice. 

Claims 3, and 4 official notice is taken regarding the old and notorious practice of 
generating a confirmation of a transaction on a separate page. See e.g., US6497408 
par. 64. This official notice is herby made final. 

Response to Arguments 

7. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Please refer to form 892 for cited references. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MUSSA A. SHAAWAT whose telephone number is 
(571)272-2945. The examiner can normally be reached on Mon-Fri (8am-5:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Florian Zeender can be reached on 571-272-6790. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mussa A Shaawat/ 
Examiner, Art Unit 3627 
October 15, 2008 

IF. Ryan Zeender/ 

Supervisory Patent Examiner, Art Unit 3627 



